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Many lawyers reflexively

reject requests for attorney-
client communications. But
perhaps if they researched the
concept of ‘privilege’ more,

they would invoke it less.

P.2

“mside
Expert Opinion
Courts should allow

"victorious parties to recover
expert witness fees.

Men of Steal

What can companies do if
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CLIENT Communications

LET'S NOT ABUSE THE PRIVILEGE

Attorneys hide too often behind cloak of confidentiality in discovery disputes

By BRIAN D. RICH

0 less an authority than Thomas

Jefferson has been credited with stat-
ing “It is the trade of lawyers to question
everything, yield nothing, and to talk by
the hour”

Though many of us may take umbrage,
Jefferson’s words often continue to ring
true.

It seems axiomatic to most practition-
ers that knowledge of the attorney-
client privilege is one of the
fundamental aspects of
the practice of law.
Notwithstanding, the
invocation of the privilege
seems to be fertile ground
for an increasing number
of discovery disputes, as
attorneys battle over privi-
lege logs which purport-
edly contain insufficiently
designated or abjectly inappropriate items.

The commonly offered resolution is for in
camera review of the documents, a solution usu-

Brian D. Rich practices in the Hartford office of the
Commercial Litigation Department of Halloran & Sage LLP. He
represents commercial clients in a wide range of contract and

business disputes within Connecticut and beyond.

ally hindered by the court’s own
resources, and frequent unwilling-
ness to become embroiled in such
discovery imbroglios. While the
increasing prevalence of the use
of extra-judicial remedies,
including special masters, is

undoubtedly neces-
sary to resolve a
number of dis-
putes, it's worth
examining another more practical and less
costly solution.

Judging by the number of cases contesting var-
ious aspects of the privilege (and a Westlaw or
Lexis search demonstrates the sheer magnitude), it
is at least a valid question as to whether practi-
tioners are fully conversant in the requirements
for invoking the privilege, or willing to tailor its

treatment to the manner for which it was
intended.

Sword And Shield

Could it be that greater knowledge as to what
the privilege entails, and more diligence in claim-
ing it, could lead to fewer discovery disputes?

Merely including an attorney, whether that person is
outside or internal counsel, on correspondence does not

automatically cloak the communication as privileged.

While most attorneys can recite the standard for
the privilege, would they also include the corollary
that not every communication with a client is a
priori privileged? Of course, the privilege ulti-
mately belongs to the client itself, but are we doing
enough to properly advise our clients as to what it
actually means?

The suppositions to the second and third
questions are, of course, no. Attorneys, perhaps
partly due to overindulgence of the requirement

See RECOGNIZE on PAGE 5
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and develop evidence to support or refute
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FRANCHISORS
DISENCHANTED

By LYNNE MAREK
ALM Media

itigation between franchisors and the

business owners that buy into their
brand is on the rise as franchisors become
more aggressive about enforcing contracts
and a growing number of franchisees find
new ways to assert their rights.

Add to that increased franchisor disen-
chantment with arbitration and new
Federal Trade Commission rules requiring
more disclosure by franchisors, and it’s
clear there’s a contentious mix brewing.

Not only are the number of outlets for
franchises such as Subway and Jiffy Lube ris-
ing at a 23 percent rate annually, new concepts
for franchises are popping up at a faster clip
than in the past.

Litigation will rise with the expansion
of franchising because there is an inher-
ent tension between a franchisor, whose
income is based on the franchisees’ top-
line revenue, and the franchisees, who
only benefit from their bottom-line
profit, said John Dienelt, a DLA Piper
attorney in Washington who is chairman
of the firm’s franchise litigation practice
group.

“My view is that franchisors are tending to
take a harder line with franchisees these days.”
said W. Michael Garner, an attorney at
Minneapolis-based Dady & Garner, which
represents only franchisees.
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SPLIT COURTS THWART
COLLECTION OF WITNESS FEES

Confusing case law can frustrate prevailing plaintiffs

By DOMINIC FULCO Il

Your client has prevailed on its busi-
ness tort claims at a trial in the
Superior Court. Can your client recover
its expert witness fees under
prevailing Connecticut law?
If your client prevailed
on a claim under the
Connecticut Unfair Trade
Practices Act (CUTPA), the
answer is maybe, with
Superior Court decisions
split on the issue. Without
CUTPA, another statute or a
contract providing for
recovery of such
costs, your
client would not
be able to
recover unless
the expert is

included in a
narrow list
found in

Connecticut
General Statutes
Section 52-260,
which  singles
out real estate apprais-
ers, practitioners of the
healing arts, dentists,
registered nurses,
advanced practice regis-
tered nurses, licensed
practical nurses, and
psychologists.

Of course, this list
omits the vast majority
of expert witnesses
called upon to testify in
a business tort case.

Expert witnesses, such
as accountants, attor-
neys, chemists, com-
puter scientists, econo-
mists and engineers,
come at a high cost to
the plaintiff. A prevail-
ing plaintiff who must

could recover the expert witness fees of an
attorney who testified as to the reasonable
value of counsel fees for an award of coun-
sel fees under CUTPA.
The Appellate Court held that the plain-
tiff could not recover its expert
witness fees. The Miller court
began its analysis by stating, “It
is a settled principle of our
common law that parties are
required to bear their own liti-
gation expenses, except as oth-
erwise provided by statute.”
That principle is often referred
to as the “American rule”. The
court then examined
Section 52-260 and
found that legal
experts are not
included within the
specifically enumer-
ated categories of
experts entitled to a
discretionary award
of fees and, accord-
ingly, refused to per-
mit the plaintiff’s
desired recovery.
The Miller court,
however, did not
undertake a thor-
ough analysis of
how CUTPA aligns
with the awarding
of expert witness
fees as  “costs”
under Connecticut
General  Statutes
§42-110g(d). Two
Superior Court
decisions, including
Centimark v. Village

Why the uneven and Manor  Associates
possibly draconian pay out of pOCket the Limited d
result? fees of those experts is Partnership, 2007

The answer lies in the WL 2081276

interplay between com-
mon law regarding liti-
gation expenses and
Section 52-260 as inter-
preted by the Connecticut Appellate Court.
In Miller v. Guimares, 78 Conn. App. 783
(2003), the Appellate Court was faced with
the issue of whether a prevailing plaintiff

Dominic Fulco lI, a stockholder in Reid and Riege
P.C., represents clients in civil litigation and arbitra-
tion matters, including business and employment dis-
putes, will and trust disputes, and creditors' rights
litigation and environmental litigation. Fulco repre-
sents Village Manor Associates Limited Partnership in
the case cited in the accompanying article.

not “made whole” by
damage awards alone.

(2007), have ques-
tioned the analysis
in Miller but have
determined that the
results must be followed.

Another Superior Court case, Gerner v.
Applied Industrial Materials, 2005 WL
1805670 (2005), awarded to a plaintiff
expert witness fees for the plaintiff’s com-
puter experts where a jury found in favor of
the plaintiff on its CUTPA claim. The
Gerner court distinguished Miller by find-
ing that the Appellate Court did not men-
tion or discuss the “costs” provision con-
tained in §42-110g(d) of CUTPA, and that
to limit costs to those experts listed in

Section 52-260 would be inconsistent with
the legislative purpose of encouraging pri-
vate litigants to enforce CUTPA.

The Gerner court relied upon the hold-
ing of Bristol Technology, Inc. v. Microsoft
Corp., 127 F. Supp. 64 (2000), where the
U.S. District Court awarded to the plain-
tiff expert witness fees as costs under
CUTPA, stating that such an award would
further CUTPA's remedial purpose.

‘Equitable’ Exception

At the end of last year, the Appellate
Court in Mangiante v. Niemiec, 98 Conn.
App. 567 (2006), reexamined the “American
rule” as it applies to attorneys’ fees. In a
case of first impression, the court upheld an
award of attorneys’ fees to a plaintiff who
prevailed in an action against a fiduciary
under the Connecticut Uniform Transfers
to Minors Act.

The Appellate Court stated that
Connecticut follows the American rule
that the prevailing party is ordinarily not
entitled to recover from the loser, except
as provided by statute or in certain
defined circumstances. Nevertheless, the
Appellate Court found that an “equi-
table” exception to the American rule
exists under Connecticut law and it
applied that exception to uphold an
award of attorneys’ fees. The court rea-
soned that the plaintiff would not be
“made whole” if attorneys’ fees were not
awarded to her.

Arguably, the “equitable” exception to
the American rule regarding attorneys’ fees
is equally applicable to other litigation
costs, such as expert witness fees.

There are myriad complex issues
requiring the testimony experts outside of
those listed in Section 52-560. Those
experts, such as accountants, attorneys,
chemists, computer scientists, economists,
engineers and others in technical fields,
come at a high cost to the plaintiff. A pre-
vailing plaintiff who must pay out of
pocket the fees of those experts is not
“made whole” by an award of damages
alone.

In light of the increasing use of expert
witnesses in litigation, the significant
expense of expert witnesses and the
Mangiante decision, the time is ripe for
the Appellate Court to reexamine its
holding in Miller and enunciate a fair,
clear rule for awarding expert witness
fees.

Alternatively, the Legislature should
amend Section 52-260 to give trial courts
discretion to award expert witness fees to a
wider array of expert witnesses.
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SEEKING Relief

DOES THE ARM OF THE LAW
REACH OUT OF STATE?

Courts differ on what assets can be included in prejudgment remedies

Given the body
of existing case
law, there
appears to be
something for
litigants to
argue either
way on the
issue of
whether a
defendant can
be compelled
to bring assets
to Connecticut
for attachment.

.|
Irve J. Goldman is a
member of Pullman &
Comley LLC, and is
chairman  of  the
Commercial Law and
Bankruptcy Section of
the Connecticut Bar
Association. He is a
specialist in business
bankruptcy and also
handles commercial lit-
igation matters.

By IRVE GOLDMAN

hether a defendant can be compelled

to bring assets into Connecticut to
satisfy a prejudgment remedy is an
issue that has divided the courts,
with no clear answer emerging
from case law. The case authority
that does exist, moreover, has
come primarily from the federal
courts and, while persuasive,
would not be binding on a
Connecticut state court.

The principal point of dis-
agreement to be distilled from the
case law is whether a court, by
virtue of its exercise of per-
sonal jurisdiction
over a defendant,
has the authority to
order the defendant
to bring assets into
the state as relief
that is ancillary to a
prejudgment rem-
edy, or whether such an order should be
treated as a preliminary injunction. Under
the former view, the less exacting standard
of “probable cause” would apply to the
relief requested, whereas, if the relief is
considered an injunction, the standards
for granting a preliminary injunction
would have to be met.

In Lyons Hollis Associates, Inc. v. New
Technology Partners, Inc., 278 F.Supp. 2d
236, 246 (D. Conn. 2003), in which the
court holds that an order compelling deliv-
ery of assets to Connecticut for attachment
does not have to satisfy the requirements of
an injunction. In contrast, Security
Insurance Company of Hartford v. Trustmark
Ins. Co., 221 FR.D. 300, 301 (D. Conn.
2003) treats such an order as an injunction.

The Connecticut prejudgment remedy
statute is silent on the issue, although it
provides a broad definition of “prejudg-
ment remedy” as any “remedy or combina-
tion of remedies that enables a person, by
way of attachment, foreign attachment, gar-
nishment or replevin to deprive the defen-
dant in a civil action of, or affect the use,
possession or enjoyment by such defendant
of, his property prior to final judgment, but
shall not include a temporary restraining
order”

Connecticut Statute

Whether an order requiring a defendant
to bring assets to Connecticut for attach-
ment is treated as merely “ancillary” to a
prejudgment remedy or as an injunction is
an important issue, not only because of the

differing standards of proof involved, but
because in cases where a plaintiff seeks only
monetary damages, a preliminary injunc-
tion generally would not be available..

The view that an order
requiring delivery of assets to
Connecticut for attachment

iS an injunction is best
represented and explained
by the decision in Security
Ins. Co. of Hartford v.
Trustmark Ins. Co., 221
FR.D. 300 (D. Conn.
2003). In Trustmark, the
plaintiff argued that the
Second Circuit’s decision in

Inter-Regional  Fin.
Group Inc. w.
Hashemi, 562
F2d 152 (2d
Cir. 1977), sup-
ported the
authority of the

court to order
the defendant
to bring assets to Connecticut as relief that
is ancillary to a prejudgment remedy.

In responding to the plaintiff’s argu-
ment, the court explained that the authority
for the injunction approved in Hashemi,
which required delivery of securities to
Connecticut for a prejudgment attachment,
was a Connecticut statute under Article 8 of
the Connecticut Uniform Commercial
Code. That statute, which was then codified
at C.G.S. 842a-8-317(2) (repealed 1997)
and subsequently re-enacted at C.G.S.
842a-8-102(e), specifically provided for the
relief, pendete lite, of an injunction as
against “a security” “which cannot be read-
ily attached or levied upon by ordinary
legal process.”

The court in Trustmark reasoned that
since the Connecticut prejudgment remedy
statute had no provision specifically autho-
rizing an injunction, an order requiring a
defendant to deliver assets (other than
securities) to Connecticut for purposes of
attachment could not be sustained without
compliance with the standards for issuance
of a preliminary injunction.

‘Reasonable Demands’

The ruling in Trustmark was recently fol-
lowed in The Southern New England
Telephone Company v. Global Naps Inc.. In
Global Naps, the court, relying on Hashemi,
ruled that the plaintiff’s application for
order compelling the defendant to bring
assets to Connecticut to satisfy a $5.25 mil-
lion prejudgment attachment had to be
treated as an injunction, and that even

though the defendant might become judg-
ment proof by the end of the case, the ele-
ment of irreparable harm could not be
established because an award of money
damages was available.

In contrast to Global Naps, the court in
Lyons Hollis Associates Inc. v. New
Technology Partners Inc., 278 F. Supp. 2d
236 (D. Conn. 2003), held that it had
authority to compel the defendant to
bring assets into Connecticut for purposes
of attachment based upon its personal
jurisdiction over the defendant and
because “justice and the reasonable
demands of the situation” warranted that
relief. In support of its decision, the court
relied on two 1992 rulings. In those deci-
sions, the application at issue requested an
order requiring delivery of only securities
to Connecticut, but in the process of rul-
ing in favor of that relief, the courts
included sweeping language that the relief
was authorized by their in personam juris-
diction over the defendant and inherent
equitable power.

The decision in Trustmark appears to be
the better reasoned authority on this issue,
as it recognized the existence of a special
statute in Connecticut which specifically
authorizes a court to compel the delivery
of a “security” to the state for attachment.
In addition, all but one of the cases that
have ordered defendants to bring assets
into the state for attachment dealt only
with securities.

Another decision that may bear on this
issue is the U.S. Supreme Court’s decision
in Grupo Mexicano De Desarrollo v. Alliance
Bond Fund, Inc., 527 U.S. 308 (1999). In
Grupo Mexicano, the Supreme Court held
that in action for money damages, a federal
court lacks authority to preliminarily
enjoin a defendant from transferring or
otherwise disposing of its assets prior to
judgment.

Since it would appear that an order com-
pelling a defendant to bring assets to the
state for attachment is a more far-reaching
form of relief, as it in the nature of a
mandatory injunction, Grupo Mexicano
may stand as an additional impediment to
granting this relief in federal court when
only money damages are sought.

Given the body of existing case law, there
appears to be something for litigants to
argue either way on the issue of whether a
defendant can be compelled to bring assets
to Connecticut for attachment. Perhaps in
the near future, we will have a clearer direc-
tion from the appellate courts.

LawTribun
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RECOGNIZE LIMITATIONS OF PRIVILEGE

From LET’S NOT on PAGE 2

for zealous advocacy, often fail to recog-
nize the limitations of the privilege, issu-
ing blanket claims of protection over vir-
tually all communication. While such an
approach does protect the client, at least
in the short time, it also generally leads to
increased litigation costs and, more often
than not, to eventual disclosure anyway.
The mere recitation of facts, or the quest
for non-legal advice from a client, have
each been found not to fall under the
rubric of the privilege, despite a surpris-
ing number of claims to the contrary.

Not only does the requirement that the
communications be legal in nature often
get overlooked, but other portions of the
privilege analysis go unnoticed entirely.
Many litigants appear unaware of even
the basic premise that the privilege can-
not be used as both sword and shield, and
fail to recognize that asserting advice of
counsel as a defense subjects the informa-
tion to disclosure. Simultaneously, while
the protection of the privilege does

We all know that the
invocation of the
privilege is often

used simply as
another powerful
tool in the arsenal of
litigation devices.

extend to in-house counsel, it still only
applies to their communications within a
legal, rather than business, context.
Likewise, merely including an attorney,
whether that person is outside or internal
counsel, on correspondence does not
automatically cloak the communication
as privileged.

More pragmatically, while it is obvious
that clients often are in possession of doc-
uments which contain sensitive material
meriting protection, we all know that the
invocation of the privilege is often used
simply as another powerful tool in the
arsenal of litigation devices. Yet, in an age
when the demands for disclosure arguably
push the floodgates of access to terrain
that should be more carefully treaded,
attorneys should be mindful of the poten-
tial for fear of abusing the privilege, for
fear of losing the substantial protections it
offers. Attorneys should be vigilant of pre-
serving the sanctity of the lawyer-client
relationship, but vigilance necessitates
discretion.

Blind Man’s Bluff

Much of the litigation results from priv-
ilege logs which are, to be charitable,
incomplete or lacking in the necessary
detail for an opposing party to truly com-
prehend whether the designations are, in
fact, sufficient. With little guidance from
most courts, and the obvious desire not to

reveal the actual contents of the entries
(along with the distrust that the adversarial
process inevitably introduces), many liti-
gants feel little choice but to contest the logs
on their face.

While such concerns cannot be elimi-
nated entirely, a responsible approach by
the reviewing attorney, with a strict adher-
ence to the rules of practice regarding des-
ignations, can drastically reduce that level
of mistrust, limit discovery disputes and, at
the end of the day, work toward the better-
ment of all parties through the conserva-
tion of resources in favor of litigation on

the merits. It should be no small point that
greater credibility would enhance the repu-
tation of the legal profession in general, by
reducing the brinkmanship and “blind
man’s bluff” nature of discovery, not to
mention the substantial legal fees incurred.

Greater knowledge of the strict confines
of applying the privilege, and more
responsibility in claiming it, can benefit
the entire adversarial system. The attor-
ney-client privilege has been, and should
be, held as sacrosanct to protect the free
flow of communication between a lawyer
and client, but it can only be so if its use is

limited to that for which it was meant. To
paraphrase the Latin proverb, “Who will
guard the guards?” ours is a profession
that deservedly takes great pride in self-
regulation.

In that vein, let’s work together to keep
the application of the privilege right where
it belongs, narrow and restrained, and let
the outside world not question whether
the guards are doing their jobs. We must,
of course, continue to question every-
thing, but perhaps sometimes yielding a
bit is not quite as perilous as we might at
first think.
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E-PPROPRIATION Response

BRINGING TRADE SECRET
THIEVES TO JUSTICE

Companies have options when ex-employees abscond with information

By ANDREW P. GAILLARD
and JONATHAN TROPP

t's an age-old story, but with an

increasingly modern twist: One of _
your key employees announces her &
departure, along with her core &
team, to join a main competitor.

Today, those employees can
carry enormous volumes of confi- i
dential information away with them

in their pockets or send it on ahead at \ p

light speed using e-mail. In this e-
age, “e-ppropriation” of trade
secrets is on the rise.

You need to be con-
cerned immediately
about what com- 4
pany information
may have been
taken. Recent
experience high-
lights the
options  which
companies can,
and must, consider taking when
employees are suspected of having
absconded with such critical informa-
tion as strategic business plans, tools
and methods, pricing models, customer
lists or other proprietary information.

Of course, the first issue is to determine
whether electronic data has been copied or
e-mailed in the first place. The good news
is that the same electronic means that
make theft so easy also often leave a trail.
Where much is at stake, consider looking
past your initial instinct to investigate by

Andrew Gaillard, a partner in Day Pitney's White
Collar Defense and Internal Investigations Practice
Group, represents corporate and individual clients in
civil and criminal cases. Jonathan Tropp is a partner
in the firm's Stamford office, where his commercial
litigation practice includes patent, trademark, copy-
right and trade secret litigation.

s

~ L Civil Options

using an internal IT expert. An outside
forensic expert may well be necessary to
establish that inappropriate copying,
deleting, or e-mailing of data
occurred, or that efforts were
made to cover it up. Once
£ improper conduct is estab-
“u lished, your legal options are
numerous.

The Uniform Trade Secrets
Act (UTSA) has been adopted
in most states, including
Connecticut.
_ (Five common-
® law  jurisdic-
tions remain,
including
Massachusetts,
New York and
New  Jersey.)
Naturally, most
cases involving
misappropria-
tion of trade
secrets include claims brought pursuant to
UTSA.

If your employee signed a non-disclo-
sure agreement, this may be enormously
useful. Such agreements provide an inde-
pendent cause of action, and also augment
an UTSA claim. Business conduct certifica-
tions are also important. Such agreements
and certifications may help to establish that
the employee used “improper means” to
acquire the company’s secrets, that the
company used reasonable efforts to pre-
serve its secrets, and even that the new
employer “had reason to know” that the
employee was bound by confidentiality
obligations.

If the employee has acknowledged in the
agreement or certifications that violations
would cause irreparable harm, your case is
all the stronger.

Notwithstanding its near ubiquitous
use in these cases, UTSA is not your only
option, and not even always your best one.
The Connecticut Supreme Court, for
example, which gave expansive, cutting-
edge force to UTSA in EIm City Cheese Co.
v. Federico, 251 Conn. 59, 95 (1999),
recently curtailed the scope of trade secret
protection somewhat in Lydall, Inc. v.
Ruschmeyer, 282 Conn. 209, 241 (2007). In
that case, the Supreme
Court ruled that
because the trial
court “saw no need
to identify the spe-
cific components of
the strategic plan
that were not secret
because they had
been publicly dis-
closed, the injunction
is therefore so
vague and
indefinite as
to be unen-
forceable.”

Although
UTSA pur-
ports to super-
sede any con-
flicting state-
law civil claims
for misappro-
priation of trade secrets per se, other avail-
able state law claims may include breach
of fiduciary duty, tortious interference
with business expectations, and statutory
claims such as unfair and deceptive trade
practices.

Moreover, since computer data is
almost always involved, other powerful
statutory remedies are available.
Connecticut provides civil remedies,
including the appointment of a receiver,
for computer-aided theft. And the
Computer Fraud and Abuse Act (CFAA)

provides private remedies under federal
law for criminal computer fraud. In a
recent Florida case, Pharmerica Inc. v.
Arledge, the court granted a temporary
restraining order in part for a violation of
CFAA. This statute thus offers you the
option of proceeding in federal court.
And, as the underlying CFAA offense is
criminal, it suggests an entirely different
avenue of pursuit.

Criminal Conduct

In egregious circumstances, or where the
stakes are particularly high, you may seek to
convince a prosecutor or FBI agent that
criminal conduct occurred.

This course obviously raises the stakes
dramatically and should not be taken
lightly, as it will involve a loss of control
over the course the matter takes. Yet,
aggrieved companies are increasingly
considering this strategy.
The CFAA is the
less traveled path in
such cases.
Although  geared
principally toward
the misuse of gov-
ernment or finan-

cial institution
computers, it also
applies to other

computers used in
interstate commerce. It applies to cases in
which a person causes the transmission of
a command to a computer without
authorization; impairs the “integrity or
availability” of computer data; causes
losses of at least $5,000 during a one-year
period; and affects interstate or foreign
commerce, civil and criminal penalties
attach.

In addition, criminal sanctions are
available where a person “knowingly and

See TRACKING THIEVES on PAGE 11
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CONTROLLING Costs

GETTING THE MOST OUT
OF YOUR $2 MILLION

Early research and document collection can save money in patent and trademark cases

The client may
be more apt to
act proactively
early in the
case, despite
higher front-
end costs, if it
Is clear that
such invest-
ment will help
control long-
term costs.

Tucker Griffith is a part-
ner with the firm of
McCormick, Paulding &
Huber LLP in Hartford.
He specializes in intel-
lectual property litiga-
tion and is also admit-
ted to practice before
the U.S. Patent and
Trademark Office.

By TUCKER GRIFFITH

Litigating intellectual property rights —
namely patents, trademarks and copy-
rights — has become a costly undertaking.
Recent reports from the American
Intellectual Property Law Association
estimate average costs of $2 million
for a patent case, about $700,000
for a trademark case and just
under $500,000 for a copyright
case. Still, the number of intellec-
tual property lawsuits continues
to rise as more protection is
sought; last year, a record number
of patent and trademark applica-
tions filed with the U.S. Patent
and Trademark Office.
There are many
stages in any liti-

gation  matter
during  which
the parties’
actions may

contribute to the
rising costs of
the case — from
initial due dili-
gence to discov-
ery to trial preparation. Costs can increase
for a litigant that waits to react to an oppo-
nent’s actions and then must respond
under a tight deadline. There are several
aspects of intellectual property cases where
early consideration can mitigate long-term
costs and place the litigant in better strate-
gic position.

Early Planning

At the outset of any case, counsel should
meet with the client to plan the course of
the litigation. Meetings should be held with
not just with a main client contact, such as
in-house counsel, but also with employees
responsible for operational aspects of the
client likely to be relevant to the issues of
the case. For example, counsel should meet
with research and development personnel
to discuss the technology involved in a
patent case.

Similarly, counsel should meet with
marketing and sales representatives to gain
a complete understanding of the relevant
market for trademark cases. In all cases,
counsel should meet with a financial rep-
resentative to discuss issues that will per-
tain to any damages calculations. Such
early meetings should be used to identify
potential experts who can aid in develop-
ing case strategy and ensuring that the
proper materials are sought during discov-
ery.

At an early meeting with the client, the
likely budget should be discussed, with a
breakdown of the potential costs for each
stage of the case. The client may be more
apt to act proactively early in the case,
despite higher front-end costs, if it is clear

that such investment will help keep long-
term costs in control.

Conduct A Search
If accused of infringing someone else’s
intellectual property rights, one of the earli-
est actions should be to determine the
relevant universe of related tech-
nology or trademarks. For
example, a patent infringement
defendant can search for
patents and publications, both
in the U.S. and overseas, that
can be used to invalidate the
asserted patent.
In trademark cases, a search
may identify use of trademarks
by others that may nar-
row the scope of
protection
held by the
trademark
owner. While
conducting
such searches
iS a neces-
sary step in
any  case,
dedicating
the time early on in the process can identify
valuable information that may move the case
to settlement discussions before the extensive
costs of litigation are incurred. Making use of
practitioners with expertise in the relevant
technology can also help formulate a defen-
sive strategy to poke holes in the plaintiff’s
case. Information developed from searches
and experts may help develop alternative
options for proceeding with the case while
keeping costs low.

For example, if prior art is especially
strong, one may request a reexamination of
an asserted patent by the U.S. Patent and
Trademark Office. Reexamination proceed-
ings, if granted early in the course of litiga-
tion, can facilitate staying the litigation
pending the outcome of the Patent Office’s
review of the patent. The likelihood of get-
ting a stay from the court is higher if
requested early, before any significant dis-
covery is undertaken. More importantly,
reexamination proceedings may render the
asserted patent invalid, or at least shrink the
scope of the patent to a harmless, non-
infringing level. Thus, a thorough search can
help a defendant manage the costs of litiga-
tion or even dissipate infringement liability.

It is often advisable to conduct clearance
searches when a new product, method or
trademark is first introduced, before any law-
suit has been filed. These searches can identify
any concerns early on and, if any such con-
cern poses significant risk, the client can con-
sider changes that would eliminate the risk.

An early trademark search is advisable
before expending time, money and materi-
als associated with introducing a new mark.
Such introduction commonly includes

designing a logo and advertising materials,
printing labels, catalogs and promotional
copy, and disseminating appropriate mate-
rials into the market. If it later surfaces that
the mark infringes someone else’s trade-
mark rights, then even more time and
money are spent to pull the infringing
materials, develop a new mark, and then
reintroduce the new mark to the market.

Prepare for Discovery

In intellectual property cases, discovery
can be extremely document intensive. In a
patent case, for example, boxes of docu-
ments may be produced detailing research
and development specifics, sales data, and
insight on the parties, competitors and
products in the market. It is advisable to
gather, review and organize relevant data
and documents early, well before receiving
any discovery requests.

Most discovery requests cover standard
types of information and documents, so it
is easy to predict, in advance, what materi-
als are likely to be relevant as the case pro-
gresses. Gathering documents early, and
allocating sufficient time to review them for
relevancy as well as for privileged and con-
fidential content, can be more cost and time
efficient than waiting until the client is
under a strict deadline to respond.

The difficulties and costs presented dur-
ing discovery are magnified by ever-devel-
oping technology. Notably, discoverable
materials extend not only to hard copies of
documents, but vast amounts of electronic
materials, including, e-mails, voice mails,
text messages, computer hard drives and
cell phone data. Recent amendments to the
Federal Rules of Civil Procedure concern-
ing electronic discovery provide a frame-
work for early detection of “e-discovery”
issues, accounting for, inter alia, preserva-
tion of electronic information and determi-
nation of procedures and formats for
exchange of electronic documents.

These e-discovery amendments essentially
force parties to assess potential discovery
concerns early by defining the likely scope of
discovery; identifying technical points of
interest and custodians of data; conducting
thorough interviews with pertinent client
contacts about proper steps to locate relevant
materials; evaluating back-up procedures
and storage/deletion protocols; and develop-
ing, early on, an efficient data-gathering plan.

Litigation is an expensive proposition for
any client. When intellectual property rights
are involved, competitive products are usually
at stake and the costs are magnified, especially
as the complexity of the case is factored in.

Early and proactive steps to develop case
strategy can control long-term costs. Such
up-front investment has clear long-term
benefits as the case proceeds by highlight-
ing information and materials that can
strengthen your case and facilitate a reason-
able settlement.
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CHANGING Venues

A PLACE TO TURN WHEN
CASES GET COMPLICATED

Complex Litigation courts feature knowledgeable judges and clerks

By MICHAEL P. BERMAN

Complex Litigation courts and procedures pro-
vide great advantages and some disadvan-
tages, none of which should discourage the litiga-
tion practitioner from utilizing these courts. These
courts are spread throughout the state in Hartford,
New Britain, Waterbury, Middletown, Stamford
and Tolland.

It is easy to see that the great benefit to get-
ting a case moved onto the Complex Litigation
Docket is that, like federal court, an attorney
deals with the same judge as long as that judge is
sitting on the Complex Litigation Docket. The
judge learns the case, sees the attorneys, can
readily deal with motions that come before her
or him, knows what happened before, and
knows whether there has been compliance with
her or his orders. This is both efficient and
refreshing.

Furthermore, orders are issued more quickly
because the docket is limited and the judge already

Michael P. Berman, a partner in Berman and Sable, has been
practicing law before Connecticut courts for 38 years. His
trial practice has focused on commercial and business
litigation in state and federal courts.

knows a lot of what occurred in the case.

Complex Litigation cases are not limited to
commercial cases, although commercial cases
fit the mold very nicely.

The Complex Litigation judge also _{l-.;.f ’

knows that the case is before him or her 1-:
because it is “complex.” Therefore, the
judge is aware that there may be thou-
sands or perhaps millions of pages of doc-
uments in discovery, and that discovery
may involve more out-of- state parties, wit-
nesses and deponents than a typical state
court case.

One also learns the judge’s approach to cer-
tain motions, especially if they involve
discovery disputes. The judge may
sternly advise the attorneys to work
it out, or the judge may well
appreciate the frustration of one
of the parties in trying to get the
other party to produce what
should be produced.

Another extremely advan-
tageous part of Complex
Litigation is the judge’s law
clerk. Invariably, the law
clerk knows and learns the

case as well as any of

.:3 l‘
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in business, commercial, tax,

Representing plaintiffs and defendants

employment and environmental litigation,

including claims involving estate and ERISA fiduciaries.

the attorneys involved.
Equally important, the
law clerk remains the
common denominator
when a  Complex
Litigation judge’s term
is up and a new judge
comes in to handle the
case.

Getting On
The Docket

The procedure for
moving cases from the
standard venue judicial
district to a Complex
Litigation docket derives
from Connecticut
General Statute. 851-
347b, which allows the
court to order a case to
be moved from one judi-
cial district to another.
From there, the attorney

Robert J. Durbin (860) 240-1059 ¢ rdurbin@reidandriege.com
Maurice T. Fitzmaurice (860) 240-1027  mfitzfaurice@reidandriege.com
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One Financial Plaza 195 Church Street
Hartford, Connecticut 06103 New Haven, Connecticut 06510
(860) 278-1150 (203) 777-8008

www.reidandriege.com

looks to Practice Book
Sections 23-13, 23-14
and 23-15.

Practice Book Section
23-13 provides that a
group of cases that have
many parties and com-
mon questions of law or
fact may be designated
as Complex Litigation
cases and assigned to a
single judge for pretrial,
trial or both. In 2002,
then-Chief Court
Administrator Joseph H.

Pellegrino provided a web-link notice to attorneys
regarding the Complex Litigation Docket.
The notice, among other things,
provided guidelines to supple-
ment the Practice Book
Sections 23-13 through 23-
15. Most importantly, the
notice states that a case may
be considered for the
Complex Litigation Docket if,
at any time, the judge or a
party in the proceedings
requests that the matter be
designated as a
Complex
» Litigation Case.
| The notice states
that the Complex
Litigation Docket
manages  cases
involving multi-
ple litigants,
legally intricate
issues, lengthy
trials, and claims
for damages that
could total mil-
lions of dollars.

The Complex The — notice
provides the
caveat that

Litigation Docket

Complex
Litigation Docket
cases are subject
to all existing
Connecticut
Practice Book
Rules. The proce-
dure stated in this
notice recites that

manages cases
involving multiple

litigants, legally

intricate issues,

. requests for
lengthy trials,and c o m p I e x
Litigation Case

claims for dam-  status be filed uti-
lizing form JD-
CV-39. Among

other things, the

ages that could

total millions form encourages
a brief statement
of dollars. as to why the case

should be moved
to the Complex
Litigation Docket. This part of the form should
be given very careful attention. Following the
description of complex litigation type cases
stated in the notice, the narrative should include
why the cases are lengthy, or complex, as well as
the estimated number of documents involved,
and the estimated amount of dollars involved.
The notice provides that if the chief adminis-
trative judge of the Civil Division orders the
case to be designated as a Complex Litigation
case, it will be transferred to a Complex
Litigation Docket. The parties then have 15 cal-
endar days to object to such a determination. If
an objection is filed, the chief administrative
judge will rule on whether the case moves to the



